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1.    ABBREVIATIONS  

l AD        - Area Director  
l ADO    - Authorized Departmental Officer  
l ADODR    - Authorized Departmental Officer's Designated Representative  
l ARMP    - Annual Resource Management Plan  
l ARSITS    - Agricultural Research Service Invention Tracking System  
l BPMS    - Budget and Program Management Staff  
l CD        - Center Director  
l CRADA    - Cooperative Research and Development Agreement           
l CRIS    - Current Research Information System  
l DAEA    - Designated Area Ethics Advisor  
l FMD    - Financial Management Division  
l FTTA    - Federal Technology Transfer Act  
l FR        - Federal Register  
l IR        - Invention Report  
l NFC    - National Finance Center  
l NPS    - National Program Staff  
l NTIS    - National Technology Information Service  
l OCI        - Office of Cooperative Interactions  
l OGC    - Office of the General Counsel  
l PA        - Patent Advisor  
l PTO    - Patent and Trademark Office  
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l PVPA    - Plant Variety Protection Act  
l PVPC    - Plant Variety Protection Certificate  
l RL        - Research Leader  
l RMIS    - Research Management Information System  
l RPES    - Research Position Evaluation System  
l USC    - United States Code  

  

2.    FORMS  

l ARS-1 - Official Research Laboratory Notebook  
l ARS-425 - Authorization to Apply for and Use Funds from Outside Sources  

  

3.    AUTHORITIES  

l Executive Order 10096  
l Presidential Statement on Government Patent Policy,  
l 36 FR 16887  
l 35 USC 200-209  
l 7 USC 2321 et seq.  
l 15 USC 3710  
l Departmental Regulation 5700.01  

  

4.    DELEGATIONS AND ASSIGNMENTS  

ARS has been delegated authority by the Secretary to administer the Patent Program and License Program for USDA.  
 
OCI is assigned the responsibility for implementing these programs.  

  

5.    DEFINITIONS 

ARSITS. The Agricultural Research Service Invention Tracking System is a computer database tracking system on the 
RMIS which allows all interested parties to track the progress of IR's, patent applications, patents, and licenses.  
 
Invention. An invention is any process, art, method, machine, manufacture, design, composition of matter, or any new 
and useful improvement thereof, or any variety of plant or other biological entity which is or may be patentable or 
otherwise protectable under the laws of the United States.  
 
Patent Maintenance Fee. A fee required by the U.S. Patent and Trademark Office. These fees are due at intervals of 3 
½, 7 ½, and 11 ½ years during the life of the patent. If the fees are not paid, the patent cannot be enforced or licensed.  
 
General ARS policy is to pay the first 3 ½ year maintenance fee, since activities to locate appropriate potential 
licensees take time. Criteria used to determine whether or not to pay the subsequent fees are the same as those used by 
Patent Committees for determining whether or not to seek a patent. (See Exhibit 2.)  
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CRADA.  A joint agreement between the Federal Government and industry, foundations, or universities to collaborate 
in a research project as authorized by the Federal Technology Transfer Act Amendment of 1986.  
 
License. A grant to commercially make, use, and/or sell an invention.  
 
Exclusive license. The licensing of an invention to only one licensee.  
 
Nonexclusive license. The licensing of an invention to more than one licensee.  
 
Partially exclusive license. A license granted occasionally to a very limited number of licensees, e.g., for specific 
fields of use or in a specific geographic area, or both.  
 
PVPC.  A Plant Variety Protection Act of 1970 Certificate. (7 USC 2321 et seq.)  
 
ARS Inventor. Inventor named on a patent or PVPC application who is an ARS employee at the time the invention 
was made.  

l ARS employee(s) who leave ARS may receive license income award(s), provided they were an ARS employee at 
the time the invention was made. 
 

l Heirs of an estate of a deceased ARS inventor may receive decedent's license income award(s).  

NTIS. National Technical Information Service is an agency of the Department of Commerce that is authorized to carry 
out technology transfer related activities on behalf of the U.S. Government (including USDA).  
 
License Income. The fees and royalty income paid to the owner of an invention by the licensee. Royalty income is 
based upon commercial use (e.g., percentage of sales of an invention-based product). In addition, ARS licensees 
typically pay an execution fee (when the license is first put into effect) and an annual maintenance fee (while the 
licensee is developing the product for marketing).  
 
Patent. (1) Statutory protection granted for inventions in the United States under Title 35 of the USC; (2) similar 
protection for inventions granted in foreign countries; and (3) protection granted in the U.S. and elsewhere for other 
types of inventions and discoveries such as new plant varieties, including PVPC.  

  

SECTION  I -  PATENTING 

  

1.    POLICY  

It is ARS policy to use the patent system to promote the utilization of inventions arising from its research, to ensure 
that sufficient rights in inventions are obtained to meet the needs of the Government, and to bring the invention to 
practical application.  

ARS recognizes that patents represent documentation of research accomplishments and will consider patents, along 
with other factors, as evidence of research productivity in evaluating scientist performance under the Research Position 
Evaluation System.  
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ARS rewards its inventors by providing 25 percent of license income collected with a minimum of $300.00, Annual 
Technology Transfer Awards, and other awards as appropriate. (See Section III,1, second bulleted paragraph.)  

Inventors shall take prompt action to report inventions made as a direct result of their official duties.  

l USDA is entitled to the entire domestic right, title, and interest in and to such inventions. 
 

l Inventors are entitled to retain foreign patent rights to their inventions when USDA permits retention or has not 
taken timely action to obtain foreign patent rights or otherwise seek protection of such inventions in foreign 
countries. ARS defines "action to obtain foreign patent rights" to include having filed an international application 
under the terms of the Patent Cooperation Treaty, having engaged in promotional activities, CRADA's, and/or 
being in an active patent license negotiation phase. (See Section I,2 third bulleted paragraph under Inventors) 
 

l Inventors shall submit an IR no later than the time that a manuscript disclosing the invention is submitted for 
ARS clearance for submission to a publication. (See Section I,2, first bulleted paragraph under Inventors, and 
Section I,3, second bulleted paragraph under third paragraph.) 
 

l ARS shall file for patent protection on those inventions that have been adequately described; have been reduced 
to practice; and have been evaluated to determine that they appear to have significant commercial potential, and 
that a patent will speed technology transfer and preserve U.S. Government property rights. 
 

l It is ARS policy not to obtain utility patents on plants unless it is determined necessary to do so in order to speed 
technology transfer of a new plant invention into commercial trade. 
 

l It is ARS policy not to pursue patents claiming transgenic animals.  

CRADA Inventions - Inventions developed under a CRADA:  

l Include provisions to provide the Cooperator with first right of refusal to license a patent made under the 
agreement. 
 

l Must be promptly reported to OCI Patent License Program Coordinator. 
 

l May be prepared and prosecuted for patenting as described under the CRADA and/or other arrangements but 
must be coordinated through OCI.  

  

2.    RESPONSIBILITIES  

OCI:  

l Establishes policy and procedures for processing of IR's, patent preparation, and prosecution of patents.  
 

l Makes final determination on Patent Committee recommendations on IR's.  
 

l Determines if rights to a patent are to be waived to the inventor if the invention is not selected for patenting. This 
determination is made in coordination with the NPS and the DAEA.  
 

l Consults with NPS on patent applications on plants and PVPC's.  
 

l Coordinates with AD's on the selection of Patent Committee members for each PA.  
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l Assists inventors in technology transfer activities to seek commercialization of inventions through CRADA's 
and/or licenses.  
 

l Reviews and approves/disapproves any deviation from standard patent clauses in ARS research agreements 
(Memoranda of Understanding, Grants, Research Support Agreements, Specific Cooperative Agreements, 
CRADA's, etc.).  

OGC is primarily responsible for:  

l Filing and prosecuting patent applications.  
l Determining ownership of inventions.  
l Taking other necessary and appropriate legal actions.  
l Giving advice and counsel pertaining to patent license policies, regulations, and statutory authority.  

Inventors:  

l Submit IR promptly on the ARSITS through supervisory channels to PA on the automated Invention Report (see 
Exhibit 3, Pages 1 and 2). As soon as the IR is complete, a hard copy must be printed, signed and dated by 
inventor(s), witnessed (signed and dated), and forwarded immediately to the appropriate PA. The IR will then 
proceed electronically through line management clearance procedures similar to manuscripts for publication. 
Early submission of IR's is encouraged. IR's shall be submitted no later than the time that a manuscript disclosing 
the invention is submitted for ARS clearance for submission to a publication.  
 
NOTES  
 

¡ The IR should be submitted to the PA's as soon as possible, preferably when starting preparation of a 
formal scientific manuscript that reports the research in which the invention was made. (See Sections I 
PATENTING, subsection 3 inventor guidelines, second and fifth bulleted paragraph under third paragraph) 
 
 

¡ Under U.S. patent law, the ARS must file for a U.S. patent within one year after a printed publication, 
public use or sale relating to the invention is made publicly accessible. Most foreign countries require that 
patents be filed before publication. If an invention is to be made publicly accessible, the PA must be 
promptly advised to allow sufficient time to prepare and file the case at the U.S. PTO. (See Section I,2, 
third bulleted paragraph under Inventors, for examples.)  
 

l Prepare material relative to the disclosure of an invention sufficient for evaluation and/or preparation of a patent 
application. The material submitted should include a search report in the technical field of the IR with copies of 
references found.  
 
Note: A patent search can be conducted simultaneously with a literature search using the DIALOG database and 
specifying appropriate file numbers including numbers for patent related databases, e.g., CLAIMSTM/U.S. 
PATENTS 23 to 25. DIALOG searches may be done through a personal computer, your local library, and/or 
Technology Transfer Information Service of the National Agricultural Library.  
 

l If inventors retain any foreign patent rights in their invention, they shall report all activity to obtain such patents 
to the Coordinator annually.  

Line managers (RL's, CD's, AD's) are responsible for:  

l Assuring that the ARS Patent Program is being used by all ARS employees whose research leads to an invention. 
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l Assuring that inventions and patents are recognized in performance evaluations and RPES writeups.  
 

l Exercising care to expedite the orderly processing of data to ensure timely reporting of invention disclosures to 
PA's. Such actions include but are not limited to:  
 

¡ Promptly reviewing ARSITS and taking action on the IR by accessing the signature screen, entering the 
signer's name or four digit signature code,and entering "A" for approval or "D" for disapproval.  
 

¡ Exercising approval authority analogous to that of scientific manuscripts to assure that IR's are of a quality 
to reflect favorably on ARS and that listed inventors are appropriate, similar to the review of authorship of 
manuscripts.  

Patent Committees are responsible for:  

l Recommending whether or not to patent the IR. (See criteria, Exhibit 2.)  
 

l Recommending that the IR needs further research data to substantiate patent and broaden the scope of the 
invention.  
 

l Recommending that publication is appropriate to transfer the technology and that a patent application need not be 
filed.  
 

l Recommending the IR be given additional evaluation for commercial potential.  

PA's are responsible for:  

l Providing counseling and patent awareness training to ARS inventors in their respective geographic area of 
responsibility.  
 

l Reviewing IR's and determining patentability.  
 

l Coordinating Patent Committee meetings to review and evaluate the potential economic and technical impact of 
inventions. 
 

l Preparing and prosecuting patents subject to OGC review.  
 

l Providing timely information to the Coordinator, National Patent License Program, about patent applications and 
patent status.  

ADO's and ADODR's  

ARS employees serving as ADO's and ADODR's on ARS extramural research agreements (Memoranda of 
Understanding, Grants, Research Support Agreements, Specific Cooperative Agreements, CRADA's, etc.) are 
responsible for promptly reporting inventions made under these agreements to the Patent Coordinator.  

  

3.    INVENTOR GUIDELINES   

Become familiar with the patenting process through review of brochure, "ARS Patents, A Plain Language 
Guide." (Available from OCI.)  

Use permanently bound research notebooks, preferably ARS-1. Specific instructions are in the front of the notebook. 
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Notebooks are available from the Consolidated Forms and Publications Distribution Center, 3222 Hubbard Road, 
Landover, Maryland 20785. To order, use CFPDC-1, Request for Forms and Publications.  

To meet critical dates in patent law due to statutory deadlines that must be met to avoid loss of valuable patent rights 
for both foreign and domestic applications, the following applies:  

l Protect the value of intellectual property through invention reporting, Confidentiality Agreements, and 
CRADA's.  
 

l Forward IR's to PA's as soon as possible, preferably when starting to write a manuscript; but, in any case, no later 
than the time that a manuscript disclosing the invention is submitted for ARS clearance for publication. (See the 
fourth bulleted paragraph below in this subsection on “..foreign commercial potential..”)  

l Report the publication of an invention to the PA as soon as possible.  
 
Publications include scientific journals, trade journals, newspaper articles; abstracts distributed at professional 
society meetings; CRIS reports; interpretive summaries; and/or manuscripts distributed upon request.  
 

l If an invention may have significant foreign commercial potential, avoid disclosing it in publications prior to 
filing a patent application in the PTO, because publication prior to filing is an immediate bar to obtaining foreign 
patent protection in most countries. (See Section I,3, second bulleted paragraph under third paragraph)  
 

l Strive to avoid disclosing inventive concepts by exercising discretion when preparing meeting abstracts, CRIS 
reports, and interpretive summaries by focusing on the "what" and "so what" of the research rather than critical 
details of the "how."  

Conduct a thorough search before preparing the IR and, if possible, forward to the PA a copy of the search with the IR. 
State specifically how the invention is different from the most relevant known technology and that technology found 
during the search.  

Provide advice to the PA so as to help ensure that the breadth of the disclosure and claims do not exceed reasonable 
scientific predictability.  

Assist the PA in the ongoing prosecution of the patent application by reviewing and commenting on PTO Official 
Actions and the references cited by the PTO Patent Examiner.  

Submit requests for consideration of a PVPC to the Associate Deputy Administrator for Plant Sciences.  

General information needed to obtain Plant Variety Protection Certificates may be obtained from: The Commissioner, 
Plant Variety Protection Office, AMS, NAL Building, 10301 Baltimore Blvd., Beltsville, Maryland 20705.  

  

SECTION II  -  PATENT LICENSING 

  

1.    POLICY  

An objective of ARS is to serve the interest of the Government and the public by having ARS inventions developed to 
the point of practical application. The granting of patent licenses is one procedure to reach this objective.  
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ARS permits its inventors, to the extent practicable, to participate in the development of their inventions by permitting 
them to provide technical assistance to licensees.  

ARS cooperates with the NTIS under a formal agreement between USDA and the U.S. Department of Commerce 
(NTIS). Under this agreement, NTIS advertises all USDA patents as available for license, files in foreign countries 
USDA inventions at USDA request, and through a custody transfer procedure, administers licenses on selected USDA 
patents. From income collected, NTIS issues inventor patent awards, pays maintenance and foreign filing fees, retains 
reimbursement for these services, and forwards payments received to ARS that are in excess of the cost of these 
services.  

Inventors and RL's shall not participate in license negotiations to establish fees, royalties, degree of exclusivity, etc., in 
order to avoid conflict of interest or the perception thereof. (See Section II, 2 RESPONSIBILITIES, ninth bulleted 
paragraph under OCI)  

Inventors and RL's may furnish advice on license strategy and negotiations. (See Section II, 2 RESPONSIBILITIES, 
second bulleted paragraph under Inventors and RL's)  

  

2.    RESPONSIBILITIES  

OCI:  

l In consultation with OGC, formulates USDA patent license policy and procedures.  
 

l Approves, disapproves, revokes, terminates, and/or reissues patent licenses.  
 

l Makes determinations on transfer of custody of patent rights to NTIS for license administration.  
 

l Administers licenses on (1) inventions made by ARS on a case-by-case basis, (2) inventions made under ARS 
CRADA's, and (3) inventions made by other USDA agencies.  
 

l Coordinates the public advertisement of USDA's inventions available for licensing.  
 

l Pays patent maintenance fees on ARS inventions determined worthy for continuance.  
 

l Coordinates payment of maintenance fees on inventions by other USDA agencies.  
 

l Prepares required Federal Register Notices.  
 

l Negotiates fair licensing terms and conditions with potential licensees, considering both the interest of the U.S. 
Government in promoting commercialization of Federal research results and the need to provide a proper reward 
to the inventor.  
 

l Monitors licenses to assure annual progress reports and fees due are received, maintains patent and license 
records, and keeps ARS employee/inventors and other USDA agency personnel advised of activities.  
 

l Authorizes patent awards for inventors.  
 

l Coordinates awards for USDA inventors through appropriate officials.  

Inventors and RL's:  

Page 9 of 16140-01 - Patenting, Plant Variety Protection Certificates, Licensing and License Income

01/24/2002file://G:\P&Pweb\canceled-10-00\140-01.htm



l Assists OCI in identifying prospective licensees.  
l Furnishes advice regarding technical capabilities of prospective licensees.  

  

SECTION III  -   LICENSE INCOME  

  

1.    POLICY  

l ARS license income will be distributed in compliance with the FTTA of 1986 (15 USC 3710) which authorizes 
income from inventions to be used to pay awards to the inventors, expenses for prior art searches, patent filing, 
costs associated with administration of patent activities, licensing and administration expenses, rewards to 
scientific, engineering, and technical employees for technology transfer activities, and activities that increase 
licensing potential for transfer of technology.  
 
The Headquarters Technology Transfer Account began to pay prosecution and patent issuance fees on all ARS 
patents on October 1, 1991. Initial patent filing fees will continue to be paid by the Research Unit where the 
invention originates (analogous to page charges on manuscripts).  
 

l ARS inventors shall collectively receive 25 percent of income received by ARS from each licensed invention up 
to a maximum of $100,000 per inventor per year.  
 

¡ Effective October l, 1991, a minimum income award of $300.00 will be paid to inventor(s) on patent 
licenses where the collective 25 percent of income provides less than $300.00 per inventor.  
 

¡ This payment shall be in addition to the regular pay of the inventors.  
 

¡ This payment shall not affect the entitlement of the inventors to any regular pay, annuity, or award to 
which they are otherwise entitled or for which they are otherwise eligible or limit the amount thereof.  
 

l Amounts awarded to noninventor(s) involved in the invention or its application will be determined on a case-by-
case basis.  
 

l After license income has been paid to the inventors, OCI shall project the funds necessary for the following and 
retain funds sufficient for payment of:  
 

¡ U.S. patent prosecution and issuance, foreign filing prosecution and issuance, maintenance fees, and other 
related patent costs.  
 

¡ Annual Technology Transfer Awards.  
 

¡ Defraying expenses related to extraordinary patent prosecution costs.  
 

¡ Paying a portion of salary expenses related to technology transfer and patent advisor positions added after 
implementation of the FTTA and required to handle extra workload generated by this implementation.  
 

¡ Defraying expenses associated with licensing and technology transfer activities.  
 

¡ Reimbursement to NTIS for licensing services and foreign patenting services which exceed amounts 
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collected by NTIS on associated licenses.  
 

l When line management uses an outside contract for patent preparation (coordinated through OCI), OCI will 
reimburse the Research Unit for these costs from patent license fees collected on the specific invention.  

  

2.    RESPONSIBILITIES  

OCI:  

l Assures the distribution of patent license income according to this DIRECTIVE. 
 

l Prepares a yearly ARMPS plan for estimated license income and prorates uses of such income.  
 

l Remits promptly all license income received to the FMD Headquarters Collection Official for deposit in an 
appropriate account with instructions on disbursements.  
 

l Notifies the recipient USDA inventor(s) of the amount of money they will receive, that the income is taxable, and 
that the Internal Revenue Service will be notified.  
 

l Reviews inventor income awards from licenses granted annually by NTIS on USDA patents.  
 
NOTE: Patent license income received by ARS must be obligated by the end of the fiscal year succeeding the 
fiscal year of receipt. Income received by ARS as a result of NTIS licenses must be obligated within the fiscal 
year that it is received.  

FMD:  

l Establishes fund control procedures and financial plans, as necessary.  
 

l Monitors and tracks license income funds received by ARS.  
 

l Notifies OCI of funds on hand that will not be used before the fund's expiration date at least 90 days before the 
expiration date occurs.  
 

l Submits electronically ARS 425 to estimate amounts involved for each account.  

NFC is responsible for disbursement of ARS license income. 

BPMS assures the appropriate Allotment and Allocation Advices are issued to provide the funding authority to the 
appropriate account.  

  

  

R. D. PLOWMAN  
Administrator  

Exhibits  
1 Patent Office Directory  
2 Patent Committee Evaluation Criteria  
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3 Invention Report 

Exhibit 1 
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Exhibit 2 
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Exhibit 3 
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